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Specification 

The disclosure is objected to because of the following informalities: 

page 5, lines 19-20, it is unclear what is meant by "in the method the set forth". 

page 6, line 8, it is unclear what is meant by "covering cover". 

Appropriate correction is required. 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC §112 

Claims 6 and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
Claim 6 

lines 2-6, it is unclear what the "at least one ion selected from the group 
consisting of potassium, rubidium, cesium, calcium, strontium and barium ions, wherein 
the total concentration of said at least one of lithium ion and sodium ion in said 
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electroplating bath is greater than the total concentration of said at least one ion 
selected from the group consisting of potassium, rubidium, cesium, calcium, strontium 
and barium ions" is further limiting. 

If it is the electroplating bath recited in claim 1 , line 3, and claim 3, line 3, then the 
word - further - should be inserted after the word "bath" in claim 6, line 2. 

If it is the aqueous solution recited in claim 1 , line 3, and claim 3, line 3, then the 
words "electroplating bath contains" should be amended to the words - aqueous 
solution further includes — . 

Claim 7 

lines 2-3, it is unclear what "a sulfate ion in a concentration of 0.0001 to 5.0 
mol/L, and a chloride ion in a concentration of 0.0001 to 5.0 mol/L" is further limiting. 

If it is the electroplating bath recited in claim 1 , line 3, and claim 3, line 3, then the 
word - further - should be inserted after the word "bath" in claim 7, line 2. 

If it is the aqueous solution recited in claim 1 , line 3, and claim 3, line 3, then the 
words "electroplating bath contains" should be amended to the words - aqueous 
solution further includes -. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
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obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-7 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-14 of U.S. Patent No. 6,979,392 B2 
(Narita et al.). Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the subject matter claimed in the instant application is 
fully disclosed in the referenced patent and would be covered by the referenced patent 
since the referenced patent and the instant application are claiming common subject 
matter, as follows: 

A method for forming a Re alloy film comprising performing an electroplating 
process using an electroplating bath which contains an aqueous solution including: 

(a) a perrhenate ion; and 

(b) at least one ion selected from the group consisting of nickel, iron, cobalt and 
chromium (III) ions; 

wherein said electroplating bath has a has a pH of 0 to 8, and a temperature of 
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10to80°C. 

The independent claims of the instant application recites similar limitations, either 
alone or in combination with their dependent claims, as that of the claims of the patent 
wherein the claims of the instant application are encompassed by the claims of the 
patent. Therefore, the claims would have been obvious variants over each other. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

I. Claims 1-2 and 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 09-302496 ('496). 

JP '496 teaches a method for forming a high-Re-content alloy film, said method 
comprising: 

performing an electroplating process (= galvanizing) [page 3, [0022] to [0024]] 
using an electroplating bath (= plating bath) [page 2, [0013]] which contains an aqueous 
solution including: 

(i) a perrhenate ion in a concentration of 0.1 to 8.0 mol/L (= 0.01 to 0.6 
mol/l of rhenium acid ions) [page 2, [0013]]; 

(ii) at least one ion selected ion selected from the group consisting of 
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nickel, iron, cobalt and chromium (III) ion, in a total concentration of 0.005 to 2.0 
mol/L (= 0.005 to 0.04 mol/l of Ni ions and/or Co ions) page 2, [0013]]; 

(iii) at least one of a Li ion and a Na ion, in a total concentration of 0.0001 
to 5.0 mol/L (= from 0.12 mol/l of sodium molvbdate and sodium hydroxide) [page 
3, [0030]]; and 

(iv) at least one organic acid selected from the group consisting of 
carboxylic acid, hydroxycarboxylic acid and amino acid, in a concentration of 
greater than 5.0 to 15.0 equivalents to the concentration of all of said metal ions 
(= 0.1 to 3Eq of an organic acid) [pages 2-3 [0018] to [0019]; and claims 4-8], 

wherein said electroplating bath has a pH of 0 to 8, and a temperature of 10 to 80°C 
(page 3, [0022]). 

The remainder being at least one selected from the group consisting of Ni, Co, 
Fe, Mn, Cr, Mo, W, Nb, Ta, Hf, Si, Al, Ti, Mg, Pt, Ir, Rh, Au, Ag, P, B, C, Y and Ce, and 
inevitable impurities (= nickel, cobalt, tungsten and molybdenum) [page 2, [0013]]. 

The electroplating bath contains at least one ion selected from the group 
consisting of potassium, rubidium, cesium, calcium, strontium and barium ions (= 0.15 
mol/l of rhenium acid potassium ) [page 3, [0030]]. 

The electroplating bath contains a chloride ion in a concentration of 0.0001 to 5.0 
mol/L (= 0.38 mol/l of chromium chloride ) [page 3, [0030]]. 



The method of JP '496 differs from the instant invention because JP '496 does 
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not disclose the following: 

a. Wherein the high-Re-content alloy film contains Re at 98% or more by 
atomic composition, as recited in claim 1 . 

b. Wherein said alloy film to be formed has a composition consisting of 98% 
or more, by atomic composition, of Re, as recited in claim 2. 

JP '496 teaches 0.01 to 0.6 mol/l of rhenium acid ion (page 2, [0013]). 
JP '496 teaches 3 to 50% rhenium (page 2, [0014]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the alloy film described by JP '496 with wherein 
the high-Re-content alloy film contains Re at 98% or more by atomic composition; and 
wherein said alloy film to be formed has a composition consisting of 98% or more, by 
atomic composition, of Re, because changes concentration is not a patentable 
modification; however, such changes may impart patentability to a process if the ranges 
claimed produce new and unexpected results which are different in kind and not merely 
in degree from results of the prior art, such ranges are termed "critical" ranges and 
Applicant has the burden of proving such criticality; even though Applicant's 
modification results in great improvement and utility over the prior art, it may still not be 
patentable if the modification was within capabilities of one skilled in the art; more 
particularly, where general conditions of the claim are disclosed in the prior art, it is not 
inventive to discover optimum or workable ranges by routine experimentation (MPEP § 
2144.05). 
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c. Wherein the total concentration of said at least one of lithium ion and 
sodium ion in said electroplating bath is greater than the total concentration of said at 
least one ion selected from the group consisting of potassium, rubidium, cesium, 
calcium, strontium and barium ions, as recited in claim 6. 

JP '496 teaches 0.01 to 0.6 mol/l of rhenium acid ions (page 2, [0013]) and 0.15 
mol/l of rhenium acid potassium (page 3, [0030]). 

JP '496 teaches 0.12 mol/l of sodium molybdate and sodium hydroxide (page 3, 
[0030]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the concentrations described by JP '496 with 
wherein the total concentration of said at least one of lithium ion and sodium ion in said 
electroplating bath is greater than the total concentration of said at least one ion 
selected from the group consisting of potassium, rubidium, cesium, calcium, strontium 
and barium ions because the balance between the organic acid and metallic ions would 
have controlled the stability in the plating bath of each metallic complex formed, which 
contributes to the good precipitating balance of each metal as taught by JP '496 
(abstract). 

d. Wherein said electroplating bath contains a sulfate ion in a concentration 
of 0.0001 to 5.0 mol/L, as recited in claim 7. 

JP '496 teaches that sulfuric acid adjusted the plating liquid to pH 3.2 (page 3, 
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[0030]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the electroplating bath described by JP '496 with 
wherein said electroplating bath contains a sulfate ion in a concentration of 0.0001 to 
5.0 mol/L because the sulfate ion concentration is a result-effective variable and one 
skilled in the art has the skill to calculate the sulfate ion concentration that would have 
determined the success of the desired reaction to occur, i.e., pH, absent evidence to the 
contrary. MPEP § 2141.03 and § 2144.05(II)(B). 

II. Claims 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
09-302496 ('496). 

JP '496 teaches a method for forming a high-Re-content alloy film, said method 
comprising: 

performing an electroplating process (= galvanizing) [page 3, [0022] to [0024]] 
using an electroplating bath (= plating bath) [page 2, [0013]] which contains an aqueous 
solution including: 

(i) a perrhenate ion in a concentration of 0.1 to 8.0 mol/L (= 0.01 to 0.6 
mol/l of rhenium acid ions) [page 2, [0013]]; 

(ii) at least one ion selected from the group consisting of nickel, iron and 
cobalt ions, in a total concentration of 0.005 to 2.0 mol/L (= 0.005 to 0.04 mol/l of Ni ions 
and/or Co ions) [page 2, [0013]]; 
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(iii) a Cr (III) ion in a concentration of 0.1 to 4.0 mol/L (0.01-0.8 mol/l Cr(lll) 
ions); and 

(iv) at least one of a lithium ion and a sodium ion, in a total concentration 
of 0.0001 to 5.0 mol/L (= from 0.12 mol/l of sodium molvbdate and sodium hydroxide) 
[page 3, [0030]], 

wherein said electroplating bath has a pH of 0 to 8, and a temperature of 10 to 
80°C (page 3, [0022]). 

The remainder being at least one of Ni, Fe and Co (= nickel, cobalt, tungsten and 
molybdenum) [page 2, [0013]]. 

The electroplating bath contains an organic acid in a concentration of 0.1 to 5.0 
equivalents to the concentration of all of said metal ions (= 0.1 to 3Eq of an organic 
acid) [pages 2-3 [0018] to [0019]; and claims 4-8]. 

The electroplating bath contains at least one ion selected from the group 
consisting of potassium, rubidium, cesium, calcium, strontium and barium ions (= 0.15 
mol/l of rhenium acid potassium ) [page 3, [0030]]. 

The electroplating bath contains a chloride ion in a concentration of 0.0001 to 5.0 
mol/L (= 0.38 mol/l of chromium chloride ) [page 3, [0030]]. 

The method of JP '496 differs from the instant invention because JP '496 does 
not disclose the following: 

a. Wherein the high-Re-content alloy film which contains Re in the range of 
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65 to less than 98% by atomic composition, as recited in claim 3. 

b. Wherein said alloy film to be formed has a composition consisting of 65 to 
less than 98%, by atomic composition, of Re, as recited in claim 4. 

JP '496 teaches 0.01 to 0.6 mol/l of rhenium acid ion (page 2, [0013]). 

JP '496 teaches 3 to 50% rhenium (page 2, [0014]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the alloy film described by JP '496 with wherein 
the high-Re-content alloy film which contains Re in the range of 65 to less than 98% by 
atomic composition; and wherein said alloy film to be formed has a composition 
consisting of 65 to less than 98%, by atomic composition, of Re, because changes 
concentration is not a patentable modification; however, such changes may impart 
patentability to a process if the ranges claimed produce new and unexpected results 
which are different in kind and not merely in degree from results of the prior art, such 
ranges are termed "critical" ranges and Applicant has the burden of proving such 
criticality; even though Applicant's modification results in great improvement and utility 
over the prior art, it may still not be patentable if the modification was within capabilities 
of one skilled in the art; more particularly, where general conditions of the claim are 
disclosed in the prior art, it is not inventive to discover optimum or workable ranges by 
routine experimentation (MPEP § 2144.05). 



c. 



Wherein the total concentration of said at least one of lithium ion and 
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sodium ion in said electroplating bath is greater than the total concentration of said at 
least one ion selected from the group consisting of potassium, rubidium, cesium, 
calcium, strontium and barium ions, as recited in claim 6. 

JP '496 teaches 0.01 to 0.6 mol/l of rhenium acid ions (page 2, [0013]) and 0.15 
mol/l of rhenium acid potassium (page 3, [0030]). 

JP "496 teaches 0.12 mol/l of sodium molvbdate and sodium hydroxide (page 3, 
[0030]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the concentrations described by JP '496 with 
wherein the total concentration of said at least one of lithium ion and sodium ion in said 
electroplating bath is greater than the total concentration of said at least one ion 
selected from the group consisting of potassium, rubidium, cesium, calcium, strontium 
and barium ions because the balance between the organic acid and metallic ions would 
have controlled the stability in the plating bath of each metallic complex formed, which 
contributes to the good precipitating balance of each metal as taught by JP '496 
(abstract). 

d. Wherein said electroplating bath contains a sulfate ion in a concentration 
of 0.0001 to 5.0 mol/L, as recited in claim 7. 

JP '496 teaches that sulfuric acid adjusted the plating liquid to pH 3.2 (page 3, 
[0030]). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the electroplating bath described by JP '496 with 
wherein said electroplating bath contains a sulfate ion in a concentration of 0.0001 to 
5.0 mol/L because the sulfate ion concentration is a result-effective variable and one 
skilled in the art has the skill to calculate the sulfate ion concentration that would have 
determined the success of the desired reaction to occur, i.e., pH, absent evidence to the 
contrary. MPEP § 2141.03 and § 2144.05(II)(B). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edna Wong whose telephone number is (571 ) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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